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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 27 January 2005 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) U8 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1^8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)Q Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



1 . In view of the Appeal Brief filed on 3/1 1/2005, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejections are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 
1.131 or 1.132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



Rejections Based on Prior Art 

3. Claims 1-4, 7 and 8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Lindman et al. (US 5974655), 
generally as set forth in section 4 of Office action dated 9/8/2004, together with the 
following additional reasoning and response to argument. 

First, the Examiner repeats the teachings of Lindman as follows: Lindman's 
invention is directed to a method of simplifying the manner in which a loudspeaker is 
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mounted on a circuit board for devices such as a telephone , the loudspeaker is affixed 
directly to the circuit board (1 ) by means of a double-side adhesive annulus (3) 
(Abstract). The bond afforded by a double adhesive annulus is sufficiently strong to 
resist comprehensive shaking forces, without requiring the assistance of additional 
fasteners such as screws to this end ., i.e., the bonding strength is capable of resisting 
shaking forces which would have required mechanical fasteners such as screws. 
Suitable applications include a mobile telephone , etc. (column 2, lines 20-44). 

For claims 1 and 3, although Lindman is silent about the maximum loss tangent 
being equal or greater than 1 in a frequency region equal or greater than 10 3 Hz, since 
Lindman teaches substantially the same subject matter, i.e., affixing a part (speaker) to 
an electronic device (mobile phone) with a double sided adhesive tape (an annulus 
tape); and for the same application (the bonding strength is capable to resisting shaking 
forces which would have required mechanical fasteners such as screws), it is the 
Examiner's position that a suitable double sided adhesive tape having a maximum loss 
tangent being equal or greater than 1 in a frequency region equal or greater than 10 3 Hz 
is either anticipated, or are obviously provided by practicing the invention of the 
Lindman. It should be noted that where the claimed and prior art products are shown to 
be identical or substantially identical in structure or composition, or are produced by 
identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established. See MPEP § 21 12.01 . 

Similarly, for claims 2 and 4, in the absence of evidence to the contrary, it is the 
Examiner's position that a suitable double sided adhesive tape having a maximum loss 
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tangent at 25°C in a frequency region equal to or greater than 10 3 Hz is either 
anticipated, or are obviously provided by practicing the invention of the Lindman. 

Again, for claims 7 and 8, in the absence of evidence to the contrary, it is the 
Examiner's position that a suitable double sided adhesive tape having a maximum loss 
tangent at 25°C in a frequency region equal to or greater than 10 4 or 10 5 Hz, respective, 
are either anticipated, or are obviously provided by practicing the invention of the 
Lindman. 



Claim Rejections - 35 USC § 103 

4. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lindman et al. (US 5974655) in view of Bluem et al. (US 6214460). 

The teachings of Lindman are again relied upon as set forth above. 
For claim 5, Lindman lacks an express teaching that the adhesive layer comprises an 
acrylic copolymer of an acrylate including an alkyl group having 2-14 carbon atoms. 
Nevertheless, it is noted that Bluem's invention is directed to an adhesive composition 
which can be applied to selected area of a flexible electrical circuits to be used in 
cellular phones , etc., and the adhesives comprises alkyl acrylate monomers. Bluem 
also expressly teaches that the adhesive is useful as a damping polymer (column 1 1 , 
lines 10-39). Useful alkyl acrylates for forming the adhesive are unsaturated 
monofunctional (meth)acrylic acid esters of non-tertiary alkyl alcohols having from 2 to 
20 carbon atoms in the alkyl moiety , (column 4, lines 27-30). As such, in the absence of 
unexpected results, it would have been obvious to one of ordinary skill in the art to 
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make Lindman's double sided adhesive tape with a suitable acrylic adhesive for 
electronic device, such as Bluem's adhesive damping polymer of alkyl acrylate and/or 
methacrylate having an average of 2-20 carbon atoms in the alkyl groups, motivated to 
provide a damping capable (i.e., shock or shaking resistant) bonding for electronic 
devices such as a mobile phone. As to the adhesive property of having a maximum 
loss tangent at 25°C in a frequency region equal to or greater than 10 3 Hz, since the 
combined teachings of Lindman and Bluem are substantially the same subject matter, 
i.e., affixing a part (speaker) to an electronic device (mobile phone) with a double sided 
adhesive tape (ah annulus tape); and for the same application (the bonding strength is 
capable to resisting shaking forces which would have required mechanical fasteners 
such as screws), it is the Examiner's position that, in the absence of unexpected results, 
a suitable adhesive layer of Bluem's damping alkyl acrylate polymer, having a maximum 
loss tangent being equal or greater than 1 in a frequency region equal or greater than 
10 3 Hz is an obviously selection and/or optimization to one of ordinary skill in the art of 
affixing electronic part (speaker) to an electronic device (mobile phone), motivated by 
the desire to obtain a shock resistance which is equivalent to screw fasteners. 

Response to Argument 

5. With respect to Applicants 5 arguments "Examiner's inherency rejection regarding 
"maximum of loss tangent" limitations is improper" (Remarks, page 10, last two lines), 
and "In the final Office actionof September 8, 1004, these arguments restated under 
the broad brush of the present invention being "substantially identical in structure or 
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composition" to the Lindmah reference, without citation of the reference to support this 
... Appellant therefore argues that a proper case of anticipation of the recited 
"maximum of loss tangent" limitations has not been made." (Remarks, pages 13-14), 
The Examiner respectfully disagree, the Examiner asserts that all the relied upon 
elements, as set forth above in section 3 of this Office action, have been provided in the 
prior Office actions, as well as the reasoning of rejections under 35 U.S.C. 
102(b)/1 03(a), Applicants' argument to the contrary notwithstanding. 

With respect to Applicants' arguments "Examiner's inherency rejection regarding 
composition limitations of claims 5 and 6 is improper" (Remarks, page 14, Point 2); and 
"Appellant here respectfully argues that applicant's request for an affidavit was proper 
... and that the Examiner's refusal to provide the affidavit was improper ... the issue at 
hand ... whether an adhesive layer of a double coated pressure sensitive sheet, 
comprising an acrylic copolymer containing, as a monomer component, acrylate 
including an alkyl group having 2-14 carbon atoms, and having a maximum of loss 
tangent ... is known", the Examiner notes that a proper secondary reference by Bluem 
is provided as set forth in section 4 of this Office action, Applicants' argument is moot. 
Specifically, Bluem expressly teaches an damping capable adhesive polymer of alkyl 
(meth)acrylate having an average of 2-20 carbon atoms in the alkyl groups for use in 
electronic devices such as a mobile phone, as set forth above. 

With respect to Applicants' argument "The "maximum of loss tangent" limitations 
in the claims are not obvious over Lindman" (Remarks, page 16, Point 3); and "... the 
initial rejection of claims 1-4 ... Appellant submits that the present claims cannot be 
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considered to be inherent over Lindman, and given the lack of disclosure in Lindman, 
are clearly not anticipated by the reference ... Lindman never discloses where the 
annulus is obtained or how it is made. One must ... conclude that Lindman has simply 
used an available prior art double adhesive annulus, which is generally suitable for 
Lindman's purpose: "resisting comprehensive shaking forces". However, exactly what 
these shaking forces might entail, and what "resisting" entails, are not explicitly 
disclosed ... Appellant believes that "comprehensive shaking" refers to the vibration 
during loudspeaker operation." (Remarks, page 17-18), the Examiner first notes that 
Lindman has expressly teaches that " The bond afforded bv a double adhesive annulus 
is sufficiently strong to resist comprehensive shaking forces, without requiring the 
assistance of additional fasteners such as screws to this end ." Further, Suitable 
applications include a mobile telephone , etc., as set forth above (also see Office action 
dated 9/8/2004, page 4). As such, Lindman clearly teaches that the bonding strength is 
capable of resisting shaking forces which would have required mechanical fasteners 
such as screws, so as to be useful for a mobile phone application, which is the same 
application of instant invention. Applicants' argument that Lindman's "comprehensive 
shaking" refers to vibration during loudspeaker operation is clearly misplaced, 
particularly in view of the same application: affixing a part to an electronic device such 
as a mobile phone. Second, even if Lindman obtains an available double sided annulus 
adhesive tape, the Examiner maintains that Lindman's teachings require a suitable 
adhesive for fixing a part to an electronic device, and a sufficient bonding strength to 
resist shaking, up to a bonding strength which is equivalent to screw fasteners, which is 
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clearly beyond merely resisting the vibration during loudspeaker operation, Applicants' 
argument to the contrary notwithstanding. As such, at least for claims 1-4, 7 and 8, the 
Examiner maintains that since Lindman teaches substantially the same subject matter, 
a suitable double sided adhesive tape having suitable a maximum loss tangent property 
is either anticipated, or is obviously provided by practicing the invention of the Lindman. 

With respect to Applicants' argument "Applicant submits that the general 
indication of a lack of importance of elasticity in Lindman's annulus argues that there is 
no suggestion in Lindman for the recited "maximum of loss tangent" limitations of the 
present claims." (Remarks, page 19, top paragraph), the Examiner repeats that since 
Lindman teaches substantially the same subject matter, a suitable double sided 
adhesive tape having suitable a maximum loss tangent property is either anticipated, or 
are obviously provided by practicing the invention of the Lindman, Applicants' argument 
to the contrary notwithstanding. Further, although Lindman is silent about the 
"maximum of loss tangent" of his adhesive layer, it should be noted that mere 
recognition of latent properties in the prior art does not render nonobvious an otherwise 
known invention . MPEP § 2145.11. 

With respect to Applicants' argument "Lindman's disclosure that "more or less 
elastic" or "hard and non-elastic material" may be used indicates that the elasticity of 
the annulus in Lindman is not being in anyway limited." (Remarks, page 20, first 
full paragraph), the Examiner respectfully notes that Applicants appear to quote 
Lindman's teachings which are either irrelevant or out of context. Specifically, Lindman 
teaches that "When the tape used is more or less elastic, it can be used as a soft 
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loudspeaker suspension, therewith obviating the need to use typical rubber packings " 
(column 2, lines 26-28). As such, Lindman merely teaches an additional advantage of 
having an elastic tape to provide speaker suspension, which is irrelevant to the required 
property of providing "resistance to comprehensive shaking" (i.e., maxmum loss 
tangent). Further, nowhere does Lindman expressly teach that the elasticity of the 
annulus is not being in any way being limited. It should be noted that, in the absence of 
factual support, Agent's argument cannot take place of evidence. Additionally, while 
Lindman teaches " The use of hard and non-elastic material is also conceivable, 
although this use will depend on the application of this invention ." (column 2, lines 29- 
30), which is clearly intended for additional embodiment for an unspecified application 
(i.e., not a requirement for all the embodiments), the Examiner notes that Applicants' 
contention that "Lindman's disclosure ... "hard and non-elastic material" may be used 
indicates that the elasticity of the annulus in Lindman is not being in any way limited." is 

clearly taken out of context, because it is not a requirement for all the embodiments. 

* 

With respect to Applicants' argument "Lindman does not define "comprehensive 

$ 

shaking forces" qualitatively or quantitatively." (Remarks, page 20, bottom paragraph), 
the Examiner notes that Lindman does expressly teaches that " The bond afforded bv a 
double adhesive annulus is sufficiently strong to resist comprehensive shaking forces, 
without reguiring the assistance of additional fasteners such as screws ." As such, 
Lindman clearly quantified the bonding strength, Applicants' argument to the contrary 
notwithstanding. 
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With respect to Applicants' argument "the parameters in claim 1 are specifically 
related to mechanical shock of dropping a device ..." (Remarks, page 21, middle 
paragraph), the Examiner notes that Lindman's teaching of " The bond afforded by a 
double adhesive annulus is sufficiently strong to resist comprehensive shaking forces, 
without reguiring the assistance of additional fasteners such as screws ." clearly reads 
on the required bonding strength to resists mechanical shock of dropping a device. In 
particularly, the Examiner respectfully reminds Applicants that Lindman teaches the 
same application of a mobile phone as the instant invention. Further, in the absence of 
evidence to the contrary, it is the Examiner's position that a bonding strength, as strong 
as mechanical screw fasteners, is shock resistant for a normal accidental dropping of a 
mobile phone, and its related property, such as "maximum loss tangent", is either 
anticipated, or is obviously provided by practicing the invention of the Lindman. 

With respect to Applicants' argument "The compositional limitations of claims 5 
and 6 are not obvious over Lindman." (Remarks, page 22, first line), the Examiner 
repeats that a proper secondary reference by Bleum is provided as set forth in section 4 
of this Office action, Applicants' argument is moot. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Victor S Chang whose telephone number is 571-272- 
1474. The examiner can normally be reached on 8:30 - 5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel H Morris can be reached on 571-272-1478. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Victor S Chang 
Examiner 
Art Unit 1771 



3/11/2005 




